09^28/2004 07:01 FAI 



s m 
Si 



RECEIVED 

CENTRAL FAX CENTER 

SEP 2 8 2006 



igooi 



FAX TRANSMISSION 



DATE: September 28, 2006 



PTO IDENTIFIER: Application Number 10/51 6,733-Conf. #8573 
Patent Number 

Inventor: You-Ping Chan et al, 



MESSAGE TO: US Patent and Trademark Office 
FAX NUMBER: (571) 273-8300 



FROM: PATTON BOGGS LLP 

Lacy L, Kolo 
PHONE: (703) 744-8000 
Attorney Diet. U: 022290.0 122PTUS 



PAGES (including Cover Sheet): 



CONTENTS: 



Response to Restriction Requirement (with Traverse) (2 page) 
Copy of Restriction Requirement (5 pages) 
Certificate of Transmission (1 page) 



If your receipt of rids transmission is in error, please notify this firm immediately by 
collect call to sender al (703) 744^8000 and send the original transmission to us by return 
mail at the address below. 

This transmission is intended for the sole use of the individual and entity to whom it 
is addressed, and may contain information that is privileged, confidential and 
exempt from disclosure under applicable law. You are hereby notified that any 
dissemination, distribution or duplication of this transmission by someone other 
than the intended addressee or its designated agent is strictly prohibited. 

PATTON BOGGS LLP 

8484 Westpark Drive. 9th Floor, McLean, Virginia 22102 
Telephone: (703) 744-flOOO Facsimile: (703) 744-8001 



1 



PAGE 119 ' RCVD AT 9128/2006 9:00:06 AM [Eastern Daylight Time] ' SVR: USPTO-EFXRF-3/7 ' DNIS:2738300 * CSID: * DURATION (mm-s$):0242 

BEST AVAILABLE COPV 



09/28/2006 07:01 FAX 



®004 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United 6 tara Pi tout «bd TYndrmnrt; Office 

Addms: COMMISSIONER FOR PAT " 

P.O. Box 14 SO 

Alexandria, Virgrnb 223 13-14 JO 



APPLICATION Ma 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. j CONFIRMATION NO. | 



10/516.733 



10/03/2005 



You-Piog Chftn 



022290.01 22PTUS 



8573 



32042 7590 WrtVZW 

PATTON boggs LLP 

8484 WESTPARK DRIVE 
SUITE 900 

MCLEAN, VA 22 J 02 



C 



EXAMINER 



LUKTON, DAVID 



c 



ART UNIT 



PAPER NUMBER 



1654 

DATE MAILED: 09/13/2006 



ase find below and/or attached an Office communication concerning this application or proceeding. 



PAGE 419* 



SEP i * aw5 



■ '. I MENT 
. -jQGGS LLP 




IP Ct ol ra fixed 



Docket Stamp 
Dam Docketed 
Due Date 
Final Dae Date 
Daic Remold - 
Data Entered 



See, 



•klkoC (Rev. 10/03) 

1 

RCVD AT 9128/2006 9:00:06 AM [Eastern Daylight Time] ■ SVR:USPTO-EFXRF-3/7 ' DN1S:2738300 * CSID: * DURATION (mm-ss):02-42 



BEST AVAILABLE COPY 



09/28/2006 07:02 FAX 



@005 



.1 



Office Action Summary 



Application No. 

10/516,733 


Applicants) 

* 

CHAN tTT AL 


Examiner 

David LukkHrt 


Art Unit 

1654 





- The MAILING 0472? of mis communication appears on the cover sheet with the correspondence address - 
Period for Reply 

I A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) OR THIRTY (30) DAYS, 
I WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

r. - Extensions of lime may be available under (he provisions of 37 CPR 1 .136(a). In no event, however, may a ispV be limefy filed 
T; after SIX (6) MONTHS from lha melfcig date or Ihla cnnvrajntealion. 

J - IF NO period For reply e epectnad above, lha maximum gmiiMyy period urfl apply and will expfre SIX (6) MONTHS from the mailing date of [his 
5- Failure Id rapry^lhln the a©* or extended period ffcr reply wll, by atafcX©, cause lha application to become ABANDONED (35 U$,C, §133), 
f Any repiy received by ihe OlUce later than trvee months after the mailte date or life oormwmcaHon, even if Umety Pied, may reduce any 
earned patent term adjustment See 37 CFR f .704(b). 

IS 

1 Responsive to communication(s) filed on 29 August 2006 . 



^a)G This action is FINAL. 2b)S This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Qimyte. 1935 CD. 1 1 , 453 o.G. 213, 
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osition of Claims 

|4)|S) Claim(s) 1-25 Wore, pending in the application. 

jj 4a) Of the above daim(s) isfare withdrawn from consideration. 

|5)D aaim(s) is/are allowed. 



jj6)D cia?m(3). 
h)0 Cialmfc). 



. Is/are rejected. 
. is/are objected to. 



| B)E3 Claim{s) 1-25 are subject to restriction and/or election requirement 

r i ' 
Application Papers 

| Q)d The specification is objected to by the Examiner. 

ji 0)D The drawing(s) filed on Is/are: a)D accepted or b)D objected to by the Examiner. 

j' Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .B5(a>. 

A 

[, Replacement drawing sh eet(s) Including the correction is required if the drawing(s) ts objected to. See 37 CFR 1 .1 21 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

rity under 35 U.S.G. § 119 

$2)U Acknowledgment is made of a claim for foreign priority under 36 U.S.C. § 1 19(a)-(d) or (f). 
a)DAll b)D Some *c)D None of: 

1 -□ Certified copies of the priority documents have been received. 

2. G Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a Nst of the certified copies not received. 



Altjchrn' 



u.s. 
PTtil 



errt($) 

Notice of References Cited (PT0-&92) 
Notice of DraftspersfirVfc Patenl Drawing Revlaw (PTO-948) 
Information Disclosure Statements) (PTO/SB/DS) 
Paper No(sywaii Data . 



4) □ interview Summary (PTO-413) 

Paper isuxaj/Man Date. . 

5) □ Notice of informal Patent Application 

6) □Other , 



and Tradorark Office 

Ofi-06) 



Office Action Summary 



Part of Paper No./MaJ| Data 20060906 
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Pursuant to preliminary amendment (filed 8/29/06), claim 2 has been amended. Claims 1- 
25 remain pending. 

Restriction to one of the following inventions is required under 35 U.S.C. §121: 

I. Claims 1-14 drawn to a peptide/tocopherol conjugate. 

II. Claims 15-24, drawn to a composition that contains the conjugate of Group L 

III. Claim 25, drawn to a method of using the conjugate of Group I. 

The claimed inventions are distinct 

Inventions HI and I are related as process of making and product made. The inventions are 
distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP 806.05(f)). The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using 
the product as claimed can be practiced with another materially different product or (2) the 
product as claimed can be used in a materially different process of using that product (MPEP 
806.05(h)). However, in the event that Group I is elected, and claims therein found 
allowable, the corresponding method claims will be rejoined for further examination. 
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Inventions II and I are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not 
require the particulars of the subcombination as claimed for patentability, and (2) that the 
subcoinbinationhasutiU^ (MP.E-P.§ 806.05(c)), Ihlhe 

instant case, the combination as claimed does not require the particulars of the 
subcombination as claimed because. The subcombination has separate utility by itself. 
However, in the event that Group I is elected, and claims therein found allowable, the 
corresponding composition claims will be rejoined therewith. 

Applicant is advised that for the response to this requirement to be complete, an election of 
the invention to be examined must be indicated, even if the requirement is traversed (37 
C.F.R. 1.143). 

« m m m 

In addition to the foregoing, applicants are required under 35 U.S.C §121 to elect a 
disclosed specie for prosecution on the merits to which the claims shall be restricted if no 
generic claim is finally held to be allowable. 

A "specie" is a specific peptide/tocopherol conjugate which is as fully defined as the 
specification permits* 

Applicant is reminded thai upon cancellation of claims to anon-clcctcd invention, the inventorship must be amended in itfmpliance 
with 37 CFR 1.48(b) if one or more of the currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a diligently filed petition under 37 CFR M8(b) and by the fee 
required under 37 CFR 1.1 7(h). 
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Applicant is advised that a response te misrequfrement tnust include an identification of the species that is elected consonant with 
this requirement, and a listing of all claims readable thereon, including any claims subsequently added. An argument that a generic 
claim is allowable or that all claims are generic is considered nonrcsponsive unless accompanied by an election. 

Upon allowance of a generic claim, applicant will be entitled to consideration of claims to additional species which are witten in 
dependent form or otherwise include all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . tf claims arc added 
after the election, applicant must indicate which are readable upon the elected species. MPBP 809.02(a). 

Should applicant traverse on the ground that the species are not patentable distinct; applicant should submit evidence or identify 
such evidence now of record showing the species to be obvious variants Or clearly admit on the record that this is me case In either 
instance, if the examiner finds one of the utventiona unpatentable over the prior art, the evidence or admission maybe used in a 
rejection under 35 U.S.C. 103 of the other invention. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lukton whose telephone number is 571-272-0952. 
The examiner can normally be reached Monday-Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang, can be reached at (571)272-0562- The fex number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-1600. 
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Certificate of Transmission under 37 CFR 1.8 



I hereby certify that this correspondence is being facsimile transmitted to the United 
States Patent and Trademark Office. 
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Registration Number, rf applicable 
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